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DETAILED ACTION 



Claim Rejections - 35 I JSC. §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1 and 1 1 each recite that the "colorant is dispersed in a monomolecular state in the 
film-forming resin". The scope of the claim is confusing because it is no clear what is meant by 
"dispersed in a monomolecular state". Is the colorant encapsulated by the film-forming resin, is 
the film-forming resin produced by polymerizing in the presence of the colorant, is the colorant 
simply dispersed by the film-forming resin, etc? Clarification is requested. 

Claim Rejections - 35 USC § 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ~ 



(b) the invention was patented or described in a printed publication in this or a foreign country or in pubU 
or on sale in this country, more than one year prior to the date of application for patent in the United States 



ic use 
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(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



4. Claims 1 , 5-1 1 , and 1 5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by EP 
732381. 

EP 732381 disclose an aqueous Inkjet ink comprising colored resin wherein the colored 
resin comprises a film-forming resin, i.e. polyurethane, and colorant which is fundamentally 
contained within the resin, i.e. dispersed in a monomolecular state. Further, it is disclosed that 
the colorant, i.e. dye or pigment, is contained in the film-forming resin by the aid of a solubilizer. 
It is further disclosed that the above ink is contained in an ink jet printer which deposits ink on 
recording medium (page 3, line 56-page 4, line 2, page 4, lines 40-41, page 8, lines 16-28 and 33- 
37, page 10, lines 31-34, and page 13, lines 1-6). Although there is no explicit disclosure of an 
ink container, ink cartridge, or ink jet head, it is clear that the ink jet printer inherently possesses 
these components in order to store and print the ink. 

In light of the above, it is clear that EP 732381 anticipates the present claims. 

5. Claims 1-4, 6, and 1 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by EP 
130789. 

EP 130789 disclose an aqueous ink jet ink comprising colored polymer wherein the 
colored polymer comprises a film-forming polymer and dye and wherein the polymer is 
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polymerized in the presence of the colorant, i.e. colorant is dispersed in a monomolecular state ir 
the polymer. It is disclosed that the film-forming polymer has minimum film-forming 
temperature not higher than 35° C (page 4, lines 4-11, page 5, lines 21-28, page 8, lines 10-22, 
page 1 1, lines 17-28, page 12, line 31 -page 13, line 26, and page 16, line 27). 

In light of the above, it is clear that EP 130789 anticipates the present claims. 

6. Claims 1, 6-1 1, and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Banning et al. (U.S. 5,700,851). 

Banning et al. disclose an aqueous ink jet ink comprising colored resin wherein the 
colored resin comprises a film-forming resin, i.e. polyurethane, and colorant wherein the resin is 
polymerized in the presence of the colorant, i.e. colorant is dispersed in a monomolecular state in 
the resin. It is further disclosed that the above ink is contained in an ink jet printer which deposits 
ink on recording medium and comprises ink jet cartridge and ink jet head (col.2, lines 4-65, 
col.3, lines 58-64, col.5, lines 47-54, and col.7, lines 37-45). Although there is no explicit 
disclosure of an ink container, it is clear that the ink jet printer inherently possesses an ink 
container to store the ink. 

In light of the above, it is clear that Banning et al. anticipates the present claims. 

7. Claims 1, 5, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Micale 
(U.S. 4,665,107). 
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Micale discloses an aqueous ink comprising pigment encapsulated with a film-forming 
polymer, i.e. colorant is dispersed in a monomolecular state in the polymer. Further, it is 
disclosed that the pigment is encapsulated in the film-forming polymer by the aid of a solubilizer 
(col.2, lines 59-64, col.3, lines 13-18, and col.4, lines 5-1 1 and 28-30). 

In light of the above, it is clear that Micale anticipates the present claims. 

8. Claims 1, 5-1 1, and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by Hodge 
(U.S. 5,985,988). 

Hodge discloses an aqueous ink jet ink comprising colored resin wherein the colored 
resin comprises a film-forming resin, i.e. polyester, and colorant which is dispersed in a 
monomolecular state in the resin. Further, it is disclosed that the colorant, i.e. dye, is contained in 
the film-forming resin by the aid of a solubilizer, i.e. surfactant. It is further disclosed that the 
above ink is contained in an ink jet printer which deposits ink on recording medium (col.6, lines 
48-64, col.7, lines 1-16, and col.12, lines 8-12). Although there is no explicit disclosure of an ink 
container, ink cartridge, or ink jet head, it is clear that the ink jet printer inherently possesses 
these components in order to store and print the ink. 

In light of the above, it is clear that Hodge anticipates the present claims. 
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Claim Re jections - 35 USC § 101 
9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



ecttflS of Z\ Xl £? H «• ° U8h ^ T iS " 0t identiCa, ' y diSC,0Sed 0r described <* set fo^* in 
2 1 1 * ^ ' 5 d,ffe u rences between Ae subject matter sought to be patented and the prior art are 

-K. m T 35 3 wh t ole u WOU,d h3Ve been ° bvi0us at time *» inventi ™ was made to a person 
having ordinary skill ,n the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 8 y e 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 



10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 
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11. Claims 2-4 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
732381 or Banning et al. (U.S. 5,700,851) either of which in view of either JP 1 1228655 or EP 
130789. 

The disclosures with respect to EP 732381 and Banning et al. in paragraphs 4 and 6, 
respectively, are incorporated here by reference. 

The difference between either EP 732381 or Banning et al. and the present claimed 
invention is the requirement in the claims of minimum film-forming temperature. 

While both EP 732381 and Banning et al. disclose the use of film-forming polyurethane 
polymers, there is no explicit disclosure in either of the minimum film-forming temperature of 
the polyurethane. 

JP 1 1228655, which is drawn to aqueous ink, disclose the use of polyurethane which has 
minimum film-forming temperature of 35° C or less in order to produce an ink with good 
adhesion and printability. 

Alternatively, EP 130789, which is drawn to ink jet ink, disclose the use of a colored 
polymer which has film-forming temperature less than 35° C in order to produce an ink with 
excellent water resistance which produces a continuous film (page 19, lines 10-15 and col. 17, 
lines 15-29). 

In light of the motivation for using polymer with specific minimum film-forming 
temperature disclosed by either JP 1 1228655 or EP 130789 as described above, it therefore 
would have been obvious to one of ordinary skill in the art to control the minimum film-forming 
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temperature of the polyurethane of either EP 732381 or Banning et al. in order to produce an ink 
with good adhesion and printability, or alternatively, excellent water resistance, and thereby 
arrive at the claimed invention. 



! over 



12. Claims 2-4 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable . 
Micale (U.S. 4,665,107) or Hodge (U.S. 5,985,988) either of which in view of EP 130789. 

The disclosures with respect to Micale and Hodge in paragraphs 7 and 8, respectively, are 
incorporated here by reference. 

The difference between either Micale or Hodge and the present claimed invention is the 
requirement in the claims of minimum film-forming temperature. 

While both Micale and Hodge disclose the use of film-forming resin, there is no explicit 
disclosure of the minimum film-forming temperature. 

EP 130789, which is drawn to ink jet ink, disclose the use of a colored polymer which has 
film-forming temperature less than 35° C in order to produce an ink with excellent water 
resistance which produces a continuous film (page 19, lines 10-15 and col.17, lines 15-29). 

In light of the motivation for using polymer with specific minimum film-forming 
temperature disclosed by EP 130789 as described above, it therefore would have been obvious to 
one of ordinary skill in the art to control the minimum film-forming temperature of the resin in 
either Micale or Hodge in order to produce an ink with excellent water resistance, and thereby 
arrive at the claimed invention. 
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13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Halle-Goulle et al. (U.S. 6,274,728) discloses a thermoplastic resin colored with a 
chromophore which comprises solubilizing groups, however, there is no disclosure that the resin 
is film-forming. 

Harris et al. (U.S. 5,973,062) disclose a gravure ink comprising a colored polyurethane. 

Hayashi et al. (U.S. 5,827,91 1) disclose a thermoplastic resin colored with a black dye 
which is reacted with an anionic surfactant, however, there is no disclosure that the resin is film- 
forming. 



14. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Callie Shosho whose telephone number is (703) 305-0208. The examiner 
can normally be reached on Mondays-Thursdays from 7:00 am to 4:30 pm. The examiner can 
also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3599. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 

CI 

Callie Shosho 

9/7/01 / /v. ^^^ A ^ U ^ 



